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OFFICE ACTION 

Status of the Claims 

Applicants' election dated 10/24/08 to the Lack of Unity mailed 9/24/08 is 
acknowledged. Applicant has elected with traverse, Group I, claims 1-21 
and 24. Applicant has traversed that claim 23 should have been placed in 
Group I, and not in Group II. Applicants' traversal on this point is 
persuasive, and claim 23 has been placed in Group I. Claims 1-21, 23 & 
24 are examined in the instant Action. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 



(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

Claims 1-6,8-21, 23 & 24 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Allison et al (USP 57,238,862), issued July 3, 2007, filed August 
22, 2002, published Aug 14, 2003 as US 2003/0154517. 

Applicant's claims are drawn to a method for Agrobacterium-mediated 
gene transduction into plant material coming (1) preparing the plant material and 
(2) infecting the plant material with Agrobacterium, wherein a medium enriched 
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with a metal salt containing copper is used in steps (1) and/or (2). Dependent 
claims are drawn to various concentrations of copper, various plants (maize and 
rice), explants (unspecified or immature embryos), regenerating transgenic 
plants, and to the method having addition treatments of pressurization, heat, 
centrifugation and/or sonication. 

Applicants do not define the word "enriched", as in "enriched" in "copper 
ion" used in claim 1 . "Enriched is interpreted to mean any copper concentration 
greater than zero. 

Allison et al (USP 57,238,862) teach to a method for transforming wheat 
plants using Agrobacterium-mediated transformation, comprising (1) preculturing 
wheat immature embryo plant material (column 10, lines 60-67) and (2) infecting 
the plant material with Agrobacterium (Examples 7 & 8, Column 14, lines 25-67), 
wherein a medium enriched with a metal salt containing copper is used in either 
or both steps (1 ) and/or (2) (see claim 1 ). 

Allison's method teaches the use of copper sulfate (column 9, line 6), and 
various concentrations of copper (see column 6, lines 51-58). Allison teaches the 
method using enriched copper concentrations of 2 - 3000 uM (column 20, table 
15 lines 1-24). This includes copper concentrations of 0.25 uM to 2 uM, (Table 
17, column 20), as well as a range of 20, 40, & 80 uM copper (Table 15 col. 19). 
Allison teaches the use of copper enriched medium in the Agrobacterium 
infection step (column 17, Example 2, Tables 10-12, lines 1-45), wherein the 
copper is in the range of 20-40 uM, which is within the range of 1-50 uM. Allison 
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teaches the method comprising regeneration of plants in medium containing 
enriched copper sulfate (Table 12, column 18), wherein the copper is in the 
range of 1 -1 0 uM (Table 1 5, column 1 9). Allison teaches the method using 
medium containing copper sulfate at 1 uM and 2 uM in the infection step (col 20, 
Table 17, title), which is in the range of 1-10 uM. 

Allison often expresses the copper concentration by comparison to MS 
medium, a standard plant tissue medium. MS medium is 0.1 uM in copper 
sulfate. Therefore, Allison's "increased MS salt from between about 1 .5 times to 
about 3 times standard" refers to a copper concentration of 0.15 uM to about 0.3 
uM. See claim 1 for example. See Murashige and Skoog, 1962. 

Allison teaches the method using various plants (wheat, maize and rice 
(claims 1, 5 & 7 and Abstract, p. 1), explants (immature embryos) (see column 6, 
lines 33-34) and regenerating transgenic plants. Wheat is a monocot plant, as 
are rice and maize. 

Accordingly, Allison anticipates the claimed invention. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
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differences between the subject matter sought to be patented and the 
prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not 
be negatived by the manner in which the invention was made. 

Claims 1-21, 23 & 24 are rejected under 35 U.S.C. 103(a) as being 

obvious over Allison et al (USP 57,238,862), issued July 3, 2007, filed August 22, 

2002, published Aug 14, 2003 as US 2003/0154517, in view of Hansen, G. (USP 

6,162, 965, issued 19 December 2000). 

Applicant's claims are drawn to a method for Agrobacterium-mediated 
gene transduction into plant material coming (1) preparing the plant material and 
(2) infecting the plant material with Agrobacterium, wherein a medium enriched 
with a metal salt containing copper is used in steps (1) and/or (2, having 
addition treatments of pressurization, heat, centrifugation and/or sonication. 

The teachings of Allison are discussed above. 

Allison et al do not teach the method having additional treatments of 
pressurization, heat, centrifugation and/or sonication. 

Hansen, G. (USP 6,162, 965, issued 19 December 2000) teaches the use 
of heat treatment in preparing maize plant material for Agrobacterium infection 
(column 13, lines 55-59 and claims 8-10). 

At the time the invention was made, it would have been obvious to one of 
ordinary skill in the art to modify the method of transformation as taught by 
Allison to include the step of heat treatment of maize somatic embryos as taught 
by Hansen. One of ordinary skill in the art would have been motivated to do so 
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because the heat shock treatment is observed to be beneficial to the treated 
plant tissues (column 14, lines 19-67, Tables 4 & 5, especially line 46-47). 
Accordingly, the claimed invention is prima facie obvious. 



Remarks 

No claims are allowed. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to GEORGIA HELMER whose telephone 
number is (571)272-0796. The examiner can normally be reached on 10-6 
Monday, Tuesday & Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Anne Marie Grunberg can be reached on 571-272-0975. 
The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 

Georgia Helmer 
Patent Examiner 
Art units 1638/1661 
14 January 2009 



/Anne R. Kubelik/ 

Primary Examiner, Art Unit 1638 



